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DETAILED ACTION 

This is written in reference to application number 10/054532 filed on January 22, 2002 and 
published as US 2003/0022100 Al on January 30, 2003. 

Response to Amendment 

1. Claims 1-15 and 22-29 have been cancelled. Claims 16-21 and 30-35 are currently 
pending. Claims 30-35 are newly added. 

2. Support for the new claims 30-35 is found in cancelled claims 3-7 and 29. 

3. Prosecution on the merits of this application is reopened on claims 16-21 considered 
unpatentable for the reasons indicated below: See paragraphs 5-8 below. 

Request for Continued Examination (RCE) 

4. The request filed on April 26, 2004 for a Request for Continued Examination (RCE) 
under 37 CFR 1.53(d) based on parent Application No. 10/054532 is acceptable and a RCE 
has been established. An action on the RCE follows. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

6. Claims 16-21 and 30-35 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. A broad range or limitation together with a narrow range 
or limitation that falls within the broad range or limitation (in the same claim) is considered 
indefinite, since the resulting claim does not clearly set forth the metes and bounds of the 
patent protection desired. Note the explanation given by the Board of Patent Appeals and 
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Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. App. Sl Inter. 1989), as to 
where broad language is followed by "such as" and then narrow language. The Board stated 
that this can render a claim indefinite by raising a question or doubt as to whether the 
feature introduced by such language is (a) merely exemplary of the remainder of the claim, 
and therefore not required, or (b) a required feature of the claims. Note also, for example, 
the decisions of Ex parte Steigewald, 131 USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 
USPQ38 (Bd. App. 1948); and Ex parte Hasche, 86 USPQ 481 (Bd. App. 1949). In the 
present instance, the claims 16, 30 and 35 recite the broad recitation "wherein Rl is selected 
from the group consisting of H, halogen, (C r C 20 ) alkyl, (C r C 20 ) alkyl with halogen 
substituents, (C r C 20 ) alkyl containing an ether group (-O-), (C r C 20 ) alkyl with halogen 
substituents and containing an ether group and -COOR';", and the claims also recite "Rl, R4 
and R7 are individually acid labile protecting groups;" which is the narrower statement of the 
range/limitation. 

7. Further, all the groups presented for Rl are not inherently acid labile (i.e., H), 
therefore the examiner is unclear as to what the applicant is claiming as his invention. 

8. Applicants have also fail to provide a definition for claimed substituent R' 
Clarification is requested. 

Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
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matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

10. Claims 30-32 and 35 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nachbur et al. (US 3449302 A) in view of Aoai (US 2002/0061464 Al). Nachbur teaches 
copolymers comprising vinylidenechloride, butadienesulphone, an ethylenically unsaturated 
film forming monomer and an ethylenically unsaturated hydrophilic monomer. The said 
ethylenically unsaturated film forming monomer is an alkyl ester of acrylic, methacrylic or 
itaconic acid whose alkyl residue contains 1-8 carbon atoms or acrylonitrile (c. 1, 1. 56-67). 
It would have been obvious to one of ordinary skill in the art to use any Cl-8 alkyl group, 
which is well known and conventional in the art. It is the examiner's position that a Cl-8 
alkyl clearly encompasses the claimed t-butyl group of instant claim 32. Furthermore, Aoai 
teaches that specific examples of (meth)acrylic acid esters include tert-butyl (meth)acrylate, 
cyclohexyl (meth)acrylate and ethylhexyl (meth)acrylate (p. 0209-0210, all which are readily 
acid labile. One of ordinary skill would have been motivated by the teachings of Nachbur to 
use any alkyl ester group of acrylic or methacrylic acid having a Cl-8 alkyl group, such as 
those disclosed by Aoai as conventional, as the three monomer of the taught polymer of 
Nachbur. 

Allowable Subject Matter 

11. Claims 33 and 34 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 
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12. Claims 33 and 34 would be allowable if rewritten to overcome the rejection(s) under 
35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

13. Claims 16-21 would be allowable if rewritten or amended to overcome the rejection(s) 
under 35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action. 

The following is a statement of reasons for the indication of allowable subject matter: the 
prior art reference of Nachbur et al. (US 3449302 A) teaches copolymers comprising 
vinylidenechloride, butadienesulphone, an ethylenically unsaturated film forming monomer 
and an ethylenically unsaturated hydrophilic monomer. Nachbur however failed to teach 
and/or suggest the said polymer being admixed with a photoacid generator and an organic 
solvent to form a photoresist composition. One of ordinary skill in the art would not have 
been motivated nor would it have been obvious to incorporate a photoacid generator into the 
teachings of Nachbur. Furthermore, the examiner has found no motivation to fluorinate the 
taught alkyl ester groups in the ethylenically unsaturated film forming monomer. 

Conclusion 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yvette C. Thornton whose telephone number is 571-272- 
1336. The examiner can normally be reached on Monday-Thursday 8-6:30. 

15. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia H. Kelly can be reached on 571-272-1526. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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1 6. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). 
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